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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name VER Sales, Inc.

Entity Corporation Citizenship California

Address 2509 N. Naomi Street
Burbank, CA 91504
UNITED STATES

Attorney
information

Jessie K. Reider, CA Bar No. 237,113
Buchalter Nemer, A Professional Corporation
1000 Wilshire Blvd., Suite 1500
Los Angeles, CA 90017
UNITED STATES
jreider@buchalter.com, trademark@buchalter.com Phone:213-891-5031

Registration Subject to Cancellation

Registration No 3025887 Registration date 12/13/2005

Registrant Full Throttle Films, Inc.
912 Ruberta Avenue
Glendale, CA 91201
UNITED STATES

Goods/Services Subject to Cancellation

Class 038. First Use: 1990/09/00 First Use In Commerce: 1990/09/00
All goods and services in the class are cancelled, namely: Rental of equipment, namely, broadcast
equipment

Class 041. First Use: 1990/09/00 First Use In Commerce: 1990/09/00
All goods and services in the class are cancelled, namely: Rental of equipment, namely, audio, video,
and camera equipment

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

The registration is being used by, or with the
permission of, the registrant so as to
misrepresent the source of the goods or services
on or in connection with which the mark is used.

Trademark Act section 14

Attachments VER Cancellation.PDF ( 9 pages )(141665 bytes )

Certificate of Service

http://estta.uspto.gov


The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /jkr/

Name Jessie K. Reider, CA Bar No. 237,113

Date 01/24/2011



IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In the Matterof RegistrationNo. 3025887
For the Mark VER

Filed on September23, 2004
Issuedon December13, 2005

VER Sales,Inc., )
)

Petitioner ) CancellationNo.

_____________

)
v. ) RegistrationNo. 3,025,887

)
Full Throttle Films, Inc., ) Mark: VER (words only)

)
Registrant. )

VER Sales,Inc., a corporationorganizedandexisting underthe laws of the Stateof

Californiawith a principal placeof businessof 2509 N. Naomi Street,Burbank,California,

91504(hereinafter“Petitioner”) believesthat it will be damagedby the continuedregistrationof

the aboveidentifiedtrademarkregistrationin the nameof Full Throttle Films, Inc., a corporation

organizedunderthe lawsof the Stateof Californiawith a registeredplaceof businessof 912

RubertaAvenue,Glendale,California91201 (hereinafter“Registrant”) andherebypetitionsto

cancelthe same.

As groundsfor this petition, it is allegedthat:

1. Petitioner,andthroughits predecessorsin interestandrelatedcompanies,has

usedthe VER mark, andstylizedversionsthereof,in connectionwith wholesale,rental,retail

andonline retail storeservicesfeaturingsafety,construction,theatrical,mountainclimbing,

hardware,entertainmentandspecialtyequipmentandsupplies;custommanufactureof safety,
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construction,theatrical,hardware,entertainmentandspecialtyequipmentandsupplies

(hereinafter“Petitioner’sMark”). Petitionerhasusedthe VER mark in connectionwith these

servicessinceas early as 1972.

2. Petitioner’suseof the VER markhasbeencontinuoussinceits first useof the

VER mark in 1972.

3. Petitionerownsextensivecommonlaw rights in andto Petitioner’sMark.

4. On November29, 2010,Petitionerfiled an applicationto registerPetitioner’s

mark, SerialNo. 85/186,727.On November29, 2010,Petitioneralsofiled an applicationto

registerthe VER andDESIGN mark, SerialNo. 85/188,635(together,collectively, “Petitioner’s

Applications”).

5. Petitionerhaspromoted,marketedandprovidedservicesthroughoutthe United

Statesandhasdevelopedvaluablegoodwill in andto Petitioner’sMark.

6. Petitionerhasexpendedconsiderableeffort andexpensein promotingPetitioner’s

Mark, and,as a result,the purchasingpublic hascometo recognizePetitioner’sMark as

indicativeof the servicesprovidedby Petitioner.

7. Petitionerhasdevelopedandmaintaineda loyal customerbase,all of whom

recognizePetitioneras the sourceof the servicesmarketedunderPetitioner’sMark.

8. Due to Petitioner’slong andsuccessfuluseof Petitioner’sMark, the mark has

achieveda positionof recognitionandfame.
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9. NotwithstandingPetitioner’sprior rights in andto the VER mark, Registranthas

obtainedUnited StatesTrademark RegistrationNo. 3025887for the VER markfor rentalof

equipment,namely, broadcastequipmentin Class038 andrentalof equipment, namely,audio,

video andcameraequipmentin Class041. The registrationissuedon December13, 2005 and

claims a first usedateof September1990 for bothclassesof services. A copy of thatCertificate

of Registrationis attachedheretoasExhibit A.

10. Petitioner’suseof Petitioner’sMark is prior to Registrant’suseof Registrant’s

VER mark. As such,Petitioneris the senior userandentitledto registrationof Petitioner’s

Mark.

11. In the pastseveralyears,there havebeeninstances ofactualconfusionbetween

the servicesofferedby Registrantandthe servicesofferedby Petitioner,both underthe VER

mark.

12. The instancesof actualconfusionbetweenPetitioner’sMark andRegistrant’s

VER markhaverecentlyincreased.

13. Registrant’sregistrationfor the VER mark is beingusedby Registrantso as to

misrepresentthe sourceof the serviceson or in connectionwith which the VER mark is used.

14. Petitionerfurther seekscancellationof RegistrationNo. 3025887basedon fraud.

RegistrationNo. 3025887wasobtained fraudulentlyin that the formal applicationpapersfiled

by Registrant, undernoticeof Section1001 of Title 18 of the United StatesCode,statedthat the

Registrant:
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• . . to the bestof his/herknowledgeandbelief no otherperson,firm
corporationor associationhasthe right to usethe mark in
commerce,eitherin identical form thereofor in suchnear
resemblancetheretoas to be likely, whenusedin connectionwith
the goods/servicesof suchotherperson,firm, corporation,or
associationto causeconfusion,or to causemistake,or to deceive...

15. Saidstatementwasmadeby an officer of Registrant,Registrant’sPresident,Scott

Dundee,on September13th, 2004,with the intent to induceagentsof the United StatesPatent

andTrademarkOffice to grantsaidregistration,and, reasonablyrelying uponthe truth of said

falsestatement,the United StatesPatentandTrademarkOffice did, in fact, grantsuch

registration.

16. To the bestof Petitioner’sknowledge,at the time the applicationfor Registrant’s

VER mark was filed, Registranthadknowledgeof Petitioner’smark andof Petitioner’sprior use

of the VER mark in commerce.To the bestof Petitioner’sknowledge,at the time the application

for Registrant’sVER mark was filed, Registrantknew that Petitionerhadthe superiorright to

usethe VER mark.

17. The representationsmadeby Registranton September14thi, 2004werefalse.

18. Registrantknew that the representationswere false.

19. Registrantknowingly madea materialmisrepresentationto the TrademarkOffice

to procurea registrationfor Registrant’sVER mark.

20. Registrantintendedto deceivethe TrademarkOffice.

21. The TrademarkOffice relied on the representationswhen issuinga registrationfor

Registrant’sVER mark.
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22. The TrademarkOffice wouldnot haveregisteredRegistrant’s VER markbut for

the misrepresentation.

23. Registrant’sactionsin the filing of Registrant’sapplicationto registerthe VER

constitutefraud ab initio, thereby invalidatingRegistrant’sregistrationfor the VER mark.

Accordingly, Registrant’sregistrationfor the VER mark shouldbe struck fromthe registerin its

entirety.

24. If Registrantis permittedto retainthe registrationsoughtto becancelledherein,

Petitionerwill be damaged bysuchregistration,as the ongoingexistenceof the registration

would supportandassistRegistrantin useof the VER mark that is the subjectof the registration,

andtherebycreatefurther confusion,in additionto the actualconfusionalreadypresentin the

marketplace.

25. If Registrantis permittedto retainthe registrationsoughtto be cancelledherein,

Petitionermayalsobe damaged byvirtue of its inability to registerits trademarks.Petitionerhas

muchto be gainedin being granteda federaltrademarkregistrationfor useof Petitioner’sMark.

The ongoinginability of Petitionerto do so will causedirect and irreparable damageto

Petitioner,effectively limiting Petitioner’sability to protectandenforceits valuabletrademark.

26. If Registrantis permittedto retain the registrationsoughtto be cancelledherein,

Petitionerwill be damagedby suchRegistration,as the ongoing existenceof the registration

would supportandassistregistrantin useof the VER markthat is the subjectof the registration,

andtherebydilute Petitioner’srights in Petitioner’sMark.
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27. Registrant’suse andregistrationof theVER mark interfereswith Petitioner’s

Mark andwill damagePetitioner,its businessandits goodwill.

WHEREFORE,Petitionerdeemsthat it is now andwill continueto be damagedby

RegistrationNo. 3,025,887andseekscancellationof the same.

Pleasedirect all correspondencerelatingto this matterto the undersignedattorneyfor

Petitioner. ThePatentandTrademarkOffice is authorizedto chargethe filing fee to Deposit

AccountNo. 500977.

RespectfullySubmitted,

VER Sales,Inc.

Dated:January24, 2011
,JssieK. Reider
(Att4rneyfor Petitioner
alterNemer
1000Wilshire Blvd., Suite 1500
Los Angeles,California90017
Phone:231.891.5031
Fax: 213.630.5745
Email: trademark@buchalter.com
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CERTIFICATE OF SERVICE

PetitionerVER Sales, Inc.,herebycertifies thata copyof this PETITION FOR
CANCELLATION hasbeenserved uponthe attorneyof recordfor RegistrantFull Throttle
Films, mc, on this 24th day of January,2011,by First ClassU.S. Mail, at the following address:

David G. Bayles
Arent FoxLLP

555 WestFifth Street,48thFloor
Los AngelesCA 90013-1065

JieK. Reider
for Petitioner

BN 8102662v1



EXHIBIT A
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hit. CIs.: 38 and41

Prior U.S. Os.: 100, 101, 104 and 107
Reg.No. 3,025,887

United StatesPatentand TrademarkOffice ReterIDec. 13, 2005

SERVICEMARK
PRiNCIPAL REGISTER

VER
FULL THROTTLE FILMS, INC. (CALIFORNL FIRST USE 9-0-1990;IN COMMERCE9-0-1990.

CORPORATION)
912 RUBERTA AVENUE
GLENDALE, CA 91201

THE MARK CONSISTS OF STANDARD CHAR-
FOR: RENTAL OF EQUIPMENT. NAMELY. ACTERSWITHOUT CLAIM TO ANY PARTICULAR

BROADCASTEQUIPMENT, IN CLASS 38 (U.S. CLS. FONT, STYLE. SIZE, OR COLOR.
100, 101 AND 104).

FIRST USE 9-0-1990;IN COMMERCE 9-0-1990. SER. NO. 76-613,15.FILED 9-23-2004.

FOR: RENTAL OF EQUIPMENT, NAMELY,
AUDIO VIDEO, AND CAMERA EQUIPMENT, IN
CLASS 41 (U.S. CLS. 100, 101 AND 107). JENNIFERKRISP, EXAMINING ATFORNEY


